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This is a decision on the appeal under 35 U S.C. § 134
fromthe examner’s rejection of clains 1-42, which constitute
all the clains in the application. An anmendnent after fina
rejection was filed on March 5, 1998 and was entered by the

exam ner .
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The di scl osed invention pertains to an information
processi ng system having a visual display device. A processor
runs application progranms which display nessage boxes to the
user when certain conditions occur in connection with the
performance of the application program The invention enables
the user to copy the information fromthe nessage box into a
buffer for a later review of the nessages generat ed.

Representative claim1l is reproduced as foll ows:

1. An i nformation processing system conpri sing:

A a visual display device for displaying information
to an operator;

B. a common buffer;

C. an applications program processor for performng
predet erm ned processi ng operations, the applications program
processor detecting selected conditions in connection with its
perfornmance of the predeterm ned processing operations,
providing a nessage text itemin response to the detection of
one of the selected conditions, and enabling generation of a
nessage box therefor including the nessage text item and an
actuabl e copy enable facility, said applications program
processor enabling the nessage box to be di splayed by the
vi sual display device; and

D. a control subsystemfor enabling (i) the nessage box
generated by said applications program processor to be
di spl ayed by the visual display device and (ii) said nessage
text itemto be copied to the common buffer in response to
actuation of said copy enable facility by an operator.

The exam ner relies on the follow ng references:
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Boul ton et al. (Boulton) 5, 566, 291 Cct. 15, 1996
(effective filing date of Dec. 22,
1994)

Clainms 1-42 stand rejected under 35 U S.C. § 103. As
evi dence of obviousness the exam ner offers Boulton taken
al one. Rat her than repeat the argunents of appell ant
or the examner, we nmake reference to the brief and the answer
for the respective details thereof.

OPI NI ON

We have carefully considered the subject natter on
appeal, the rejection advanced by the exam ner and the
evi dence of obvi ousness relied upon by the exam ner as support
for the rejection. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, the appellant’s
argunments set forth in the brief along wth the exam ner’s
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as

set forth in clainms 1-42. Accordingly, we reverse.
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Appel I ant has indicated that for purposes of this
appeal no grouping of clains is made [brief, page 4].
Consistent with this indication appellant has made no separate
argunments with respect to any of the clains on appeal.

Accordingly, all the clainms before us will stand or fal

together. Note In re King, 801 F.2d 1324, 1325, 231 USPQ 136,

137 (Fed. Gr. 1986); In re Sernaker, 702 F.2d 989, 991, 217

USPQ 1, 3 (Fed. Cr. 1983). Therefore, we will consider the
rej ection agai nst independent claim1l1 as representative of al
the clains on appeal.

In rejecting clains under 35 U S.C. 8§ 103, it is
I ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQd 1596, 1598 (Fed. Cir. 1988). In
so doing, the exam ner is expected to nake the factua

determ nations set forth in Grahamv. John Deere Co., 383 U S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
from sone teaching, suggestion or inplication in the prior art
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as a whole or know edge generally avail able to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USPQRd 1434, 1438 (Fed. Cir.),

cert. denied, 488 U. S. 825 (1988); Ashland GI, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657,

664 (Fed. Cir. 1985), cert. denied, 475 U S 1017 (1986); ACS

Hosp. Sys.., Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prim facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cr
1992). If that burden is nmet, the burden then shifts to the

applicant to overconme the prima facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the relative persuasi veness of

the argunents. See |Id.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re
Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nmade by appel | ant have been

considered in this decision. Argunents which appellant could
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have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR § 1.192(a)].

Wth respect to representative, independent claiml,
the exam ner cites Boulton as teaching an information
processi ng systemin which a user can elect to provide
feedback to a common buffer during the course of using an
application programfor |later review. The exam ner recognizes
that the feedback information in Boulton occurs at the request
of the user rather than through the result of message boxes
automatical ly displayed by an application programas recited
inclaiml. Nevertheless, the examner finds that it would
have been obvious to the artisan to add this automatic
feedback feature to the system of Boulton [answer, pages 3-4].

Appel | ant argues that Boulton makes use of a dialog
box initiated by the user whereas the clained invention
recites a nmessage box initiated by an application program
Appel | ant argues that there is no suggestion in Boulton that
i nformati on should be stored in any nmanner other than upon
request by the operator. Appellant additionally points out
t hat any suggestion to nodify Boulton as proposed by the
exam ner i s specul ative and based on hindsi ght use of
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appel l ant’ s di sclosure. The thrust of appellant’s argunment is
that information stored in the clained invention is determ ned
by the applications program whereas information stored in
Boulton is determ ned by the operator [brief, pages 4-11].

The exam ner responds that the clainmed invention would
have been obvious to the artisan because the reviewer in
Boul t on woul d have been interested in know ng which nessage
boxes were activated by the operator’s use of the application
program because it indicates sone kind of problemthe operator
had while running the application program|[answer, pages 5-8].

We agree with the position argued by appellant. The
exam ner admts that the only applied prior art reference does
not teach the storage of nessage boxes automatically generated
by an application program when predeterm ned conditions occur
during the performance of the application program Although
the exam ner has identified advantages to be obtai ned by
nodi fying the reference to have this feature, the exam ner has
not identified where the applied reference suggests this
nodi fication. The nmere fact that the prior art nmay be
nodi fied in the manner suggested by the exam ner does not nake
the nodification obvious unless the prior art suggested the
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desirability of the nodification. 1n re Fritch, 972 F. 2d

1260, 1266, 23 USPQRd 1780, 1783-84 (Fed. Gr. 1992); Inre
Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. G

1984). There is no suggestion within the applied prior art to
make the nodification proposed by the examner. On this
record, the only basis for naking the exam ner’s proposed

nodi fication of Boulton woul d appear to be based on an

i nproper attenpt to reconstruct appellant’s invention in

hi ndsi ght .

Since the exam ner’s proposed nodification of Boulton
is not suggested by the prior art of this record, we do not
sustain the examner’s rejection of the appeal ed cl ai ns.
Therefore, the decision of the exanmi ner rejecting clains 1-42

isS reversed. REVERSED

JERRY SM TH
Adm ni strative Patent Judge
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